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DETAILED ACTION 

1 . The amendment to the specification and the new drawings filed on 8/18/2004 has 
been accepted. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 1 : The limitation of "an apparatus for reading digital data printed 
on a photograph an image." It is unclear whether the sentence means: the "digital data" 
is printed on the photograph or "an image" is printed on the photograph. 

It is unclear the "invisible ink data" of lines 3-4, is referring to the "digital data" of 
line 2 or the invisible light signal generated by the invisible ink. 

Regarding claims 2-5: Claims 2-5 is rejected under 35 U.S.C. 112, second 
paragraph because they depend on rejected claim 1 . 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1, 3, 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Matsunoshita (6,603,864) in view of Soscia (US 5,996,893). 

In accordance with claim 1 , Matsunoshita discloses an apparatus 52 (figure 20) 
of reading digital data printed on a printed media in invisible ink. 

Matsunoshita further discloses that the apparatus includes a scanner means 57 
for scanning in the invisible ink data on the printed media (col. 18 lines 8-9, note; a 
scanner is a camera system). 

Matsunoshita further discloses that the apparatus includes means for advancing 
the print media through the scanner means and means for illuminating the print media 
with invisible radiation (col. 17 lines 51-65). 

Matsunoshita further discloses that the apparatus includes means 55 for 
processing the data output from said scanner means including means for decoding said 
data; in Matsunoshita's system, the scanner means 57 detects infrared data on the 
image and the embedding unit 55 processes the data output from the scanner means 
57 for decoding and sends it to the personal computer (col. 18 lines 14-18). 

Matsunoshita further discloses that the apparatus includes ink jet printer means 
for printing out the image derived from said decoded data on a print media attached to 
said ink jet means, in Matsunoshita's system, print 51 uses 5 inks to print the images 
YMCK and IR toner (col. 16 lines 62-65). 

Matsunoshita's system primarily teaches detecting and printing using IR toner for 
encoding and decoding bar codes and copyright information, and hence does not 
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disclose expressly the encoding of image data. However, Matsunoshita does disclosed 
that the data encoded could be any other form of data (col. 8 line 25), thus anticipating 
the encoding of image data as well. 

Matsunoshita does not teach the print media is a photograph with printed 
invisible digital data. However, scanning a photograph is inherent properties of a 
scanner. 

Soscia, in the same area of printing and scanning invisible image on a printed 
media (column 1, lines 40-45, column 5, lines 30-40, column 6, lines 60-65), teaches 
scanning a photograph (column 1 , lines 40-45) printed with digital images (column 5, 
lines 30-40, column 6, lines 60-65). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified the print media of Matsunoshita to 
include a photographs with digital data printed in invisible ink. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified the print media of Matsunoshita by the 
teaching of Soscia because of the following reasons: (a) since digital camera becomes 
more popular, it is desirable of creating photographs having digital data printed with 
invisible ink, column 1, Soscia; and (b) it would have allowed Matsunoshita' s system to 
be widely used by users of digital camera without any modification to the system of 
Matsunoshita. 
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In accordance with claim 4, Matsunoshita discloses that the printer 51 embeds 
the data printed in IR ink into the image printed from the image data (col. 16 lines 4-6 
and 8-9). 

In accordance with claim 3, Matsunoshita discloses using IR ink as the invisible 
ink (col. 16 line 6). 

6. Claims 2, 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsunoshita (6,603,864) in view of Soscia (US 5,996,893) as applied to claim 1 above, 
and further in view of Zhang (US 5,771 ,245). 

In accordance with claims 2 and 5, Matsunoshita does not disclose expressly 
that the image data is encoded and decoded using the Reed-Solomon process. 

Zhang discloses using the Reed-Solomon process to encode/decode data (col. 4 
lines 18-20). 

Matsunoshita and Zhang are combinable because they are from the same field of 
endeavor, namely two-dimensional data encoding and decoding. 

Therefore, at the time of invention, it would have been obvious to a person of 
ordinary skill in the art, to use the Reed-Solomon process, as taught by Zhang, as the 
encoding/decoding process in Matsunoshita's system. 

The motivation for doing so would have been that the Reed-Solomon process is 
a well-known process in the art to protect encoded data (Zhang: col. 4 lines 18-20). 
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Response to Arguments 

7. Applicant's arguments with respect to claims 1-5 have been considered but are 
moot in view of the new ground(s) of rejection. 

With respect to applicant's argument that Matsunoshita does not teach to 
reproduce a photographic images, has been considered. 

In reply: Matsunoshita does not teach the print media is a photograph with 
printed invisible digital data. However, scanning a photograph is inherent properties of 
a scanner. 

Soscia, in the same area of printing and scanning invisible image on a printed 
media (column 1, lines 40-45, column 5 t lines 30-40, column 6, lines 60-65), teaches 
scanning a photograph (column 1, lines 40-45) printed with digital images (column 5, 
lines 30-40, column 6, lines 60-65). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified the print media of Matsunoshita to 
include a photographs with digital data printed in invisible ink. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified the print media of Matsunoshita by the 
teaching of Soscia because of the following reasons: (a) since digital camera becomes 
more popular, it is desirable of creating photographs having digital data printed with 
invisible ink, column 1 , Soscia; and (b) it would have allowed Matsunoshita's system to 
be widely used by users of digital camera without any modification to the system of 
Matsunoshita. 
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With respect to applicant's argument that Matsunoshita does not teach encoding 
image data in IR ink. 

Since the IR ink is invisible, no one can see an image. Therefore, the image data 
in the claims is being interpreted as the image data that can be seen by a user if the 
image is printed with visible ink. Clearly, if the IR ink is being replaced with visible ink, 
Matsunoshita will prints an image. Therefore, the data that controls how the IR ink is 
being applied to a print media is image data. 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to King Y. Poon whose telephone number is (703) 305- 



0892 
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